REMARKS 

Reconsideration and allowance of the subject application are respectfully 
requested. 

Claims 26 - 43 and 57 - 92 are pending. Claim 26 has been amended. Claims 
44 - 56 have been canceled, without prejudice or disclaimer of the subject matter 
contained therein. New claims 76 - 92 have been added. 

With respect to new claims 76 - 92, these claims are of a similar scope as that of 
claims 26 - 43 and are merely a different way of characterizing the subject 
matter defined by claims 27 - 43. 

Objection to Claim 53 

Claim 53 has been objected under 37 CFR 1.75 as being a substantial duplicate 
of claim 51. In response, the Applicant submits that claim 53 has been canceled, 
and therefore, respectfully request withdrawal of the claim objection. 

Rejections of Claims 27 43 and 60 under 35 USC Section 1 1 2 

The Examiner has rejected claims 27 - 43 and 60 under 35 U.S.C. 1 12 as failing 
to comply with the written description requirement, in that claims 27 - 43 and 60 
recite term "onsize particle fraction". In response, the Applicants submits that 
claims 27, 43 and 60 have been amended such that the term "onsize particle 
fraction" has been replaced with the term ^'desired particle size fraction". As a 
result, the Applicant submits that these claims are now supported by the 
specification and comply with the written description requirement. 

Rejection of Claims 44 75 under 35 USC Section 103 

The Examiner has rejected claims 44, 45, 47, 54 - 56, 72, 74, and 75 under 35 
U.S.C. 103(a) as being unpatentable over Heath (US 3,051,586) in view of 
Dorfman (US 5.122,182) and Reidmeyer (US 6,432»886 91). 
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(A) Claims 44 -56 


The Examiner has rejected independent claim 44 as being unpatentable on two 
separate bases. Each of these bases is explained at, repectively, paragraphs 7 
and 10 of the final office action. 

In support of the rejection Qf claim 44 at paragraph 7, the Examiner cites U.S. 
Patent No. 3.051.586 issued to Heath (hereinafter. US '586), U.S. Patent No. 
5.122.182 issued to Dorfman (hereinafter, US *182), and U.S. Patent No. 
6,432.886 issued to Reidmeyer (hereinafter, US '886). 

None of these references discloses a method by which a composition is made, 
and which includes the step of rendering a binder to become non-disperslble in 
the original liquid. Moreover, there is nothing inherent within the methods used 
to make the compositions described in these references which would render the 
respective binders to become non-dispersible. In support of this position, the 
Applicant hereby submits and refers to the Declaration of William Walkhouse, 
attached hereto as Appendix "A". 

In support of the rejection of claim 44 at paragraph 10, the Examiner cites U.S. 
Patent No. 4,039,337 issued to Brown (hereinafter, US '337) and U.S. Patent No. 
5.506.055 issued to Dorfman (hereinafter, US '055). 

None of these references discloses a method by which a composition is made, 
and which includes the step of rendering a binder to become non-dispersible in 
the original liquid. Moreover, there is nothing inherent within the methods used 
to make the compositions described in these references which would render the 
respective binders to become non-dispersible. In support of this position, the 
Applicant hereby submits and refers to the Declaration of William Walkhouse, 
attached hereto as Appendix "A". 

Having regard to the foregoing. The Applicant submits that claim 44 is patentable 
over the cited references. 
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With respect to claims 45 to 56, each of these claims Is directly or indirectly 
dependent on claim 44. Accordingly, and relying on the foregoing remarks, the 
Applicant also submits that claims 45 to 56 are patentable over the cited 
references. 

(B) Claims 57 -75 

The Examiner has rejected independent claim 57 as being unpatentable on two 
separate bases. Each of these bases is explained at, respectively, paragraphs 9 
and 10 of the final office action. 

(A) In support of the rejection of claim 57 at paragraph 9, the Examiner cites 
US '586, US '182, US' 886, US *055, and U.S. Patent No. 5,468,401 issued to 
Lum (hereinafter, US '401). The Examiner cites US '401 for purpose of 
illustrating the use of bentonite as a binder. 

In response, the Applicant submits that the binder in US '401 (Lum) does not use 
bentonite in the concentration recited claim 57. The Applicant submits that the 
binder disclosed in US '401 comprises a plurality of components, and that 
although one of those components may be bentonite, use of bentonite within the 
binder system of the US '401 composition is merely as a compressibility 
enhancer, and that the compressibility enhancer is only a small part of such 
binder system. In support of this position, the Applicant hereby submits and 
refers to the Declaration of William Walkhouse, attached hereto as Appendix "A". 

In support of the rejection of claim 57 at paragraph 10, the Examiner cites U.S. 
Patent No. 4.039,337 issued to Brown (hereinafter US '337) and US '055. The 
Examiner appears to cited US '337 for the purpose of illustrating the disclosure of 
a composition including a silicate binder. 

In response, the Applicant submits that, a person of ordinary skill in the art, being 
aware of US '337 (Brown), would not consider using hydrogen aluminium silicate 
as a binder during the making of a solid lubricant agglomerate. This is because 
of the pronounced differences between hydrous aluminium silicate and the 
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silicates of US *337, and how these differences affect the manner by which each 
of them coat components of its respective solid lubricant agglomerate. The 
mechanism by which hydrous aluminum silicate coats components of the solid 
lubricant agglomerate (being made by the method as claimed in claim 57), In 
comparison to the mechanism by which the silicates of US '337 coats 
components of the solid lubricant agglomerate, Is very different. Unlike the 
water-soluble silicates described in US '337, hydrous aluminium silicate does not 
actually dissolve into solution as ions. Rather, hydrous aluminium silicate 
disperses into platelets which are about 300 to 500 microns in diameter, and only 
3 to 5 microns thick. The hydrous aluminium platelets develop concentrated 
areas of cations and anions. Because of this, the individual platelets have a 
tendency to stick together (like overlapping playing cards) and form a very strong 
film on the available surface of the agglomerating components as the water is 
driven off. In contrast, the silicates described in US '337 dissolve in water and 
coat the particles in US '337 by a wetting action. 

Additionally, unlike the silicates described in US '337, the crystallographic 
structure of the hydrous aluminium silicate binder (of the solid lubricant 
agglomerate made in accordance with the method as claimed In claim 57) can be 
modified with a post-heat treatment such that the hydrous aluminium silicate 
binder becomes "stabilized" and cannot be re-dispersed as platelets. In contrast, 
the silicate binders discussed in US '337 would remain re-dissolvable. Being 
able to stabilize a binder, such as hydrous aluminium silicate binder (ie. render 
the hydrous aluminium silicate non-dispersible), is important for subsequent 
hydrometatlurgical coating operations. 

In support of this position regarding US '337, the Applicant hereby submits and 
refers to the Declaration of William Walkhouse, attached hereto as Appendix "A". 

Having regard to the foregoing, the Applicant submits that claim 57 is patentable 
over the cited references. 
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With respect to claims 58 to 75, each of those claims is directly or indirectly 
dependent on claim 57. Accordingly, and relying on the foregoing remarks, the 
Applicant also submits that claims 58 to 75 are patentable over the cited 
references. 

The Applicant respectfully requests favourable consideration, and an early Notice 
of Allowability. The Examiner is invited to contact Applicant's undersigned 
attorney at his office in Toronto at (416) 862-5795 to resolve any remaining 
issues. 

Respectfully submitted, 



Registration No. 52,525 

Gowling Lafleur Henderson LLP 
Suite 1600, 1 First Canadian 
Place, 1 00 King Street West 
Toronto, Ontario 
Canada M5X 1G5 
(416) 862-7525 
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In the united States Patent and Trademark Office 

In Th» Malbr of IMted states Patent AppBcaUon: 

Serial No. : 10/727^6 

Applicant : KarelHiymrieetaL 

RM : December Si 2003 

Group Art Unit : 1714 

Conflnnnation No. : 2078 

Examiner Ljang,ibnyT 

Title : Method for Producing Composite Milerial for Coating 
Appllealfomi 

Our File : TB467813US 

Date : September 7, 2007 


The Honorable Commi8$loner of Patents and Trademarks 

Washington, D.C. 

United States of America 20231 

Deciafation under 37 CFR 1.132 

1. I, WBIIam Wallchouse. am a oo-inventor of the subject matter which Is 
clavned and tot vifhich a patent is sought on the invention in the abov»inentioned 
United States patent application. I have woifced in the metaliuigical Industry 
since 1987, primarily as a research technologist. A copy of my r6sum6 is 
attached as ExNbit -A'. 

2. On IMay 8, 2007, a final office action was mailed by the United States 
Patent & Trademarks Oiftoe with respect to the abov»inentk>ned United States 
patent appiicatibn. 

3. Amongst other things, the final office action rejects independent claim 44 
under 35 U.S.C. 103(a). 

4. Claim 44 defines the fbliowing Inventton: 

A meffiod forprodumg soBd lubiteant aggtomeraies comprising: 

xkimng a plur^ of am^xmants compi^ig a pattajleto aoSd lubrkant. an 
inorganh lOidar, and a Bquid to pmduea a mlxbm havhg ebout 5 to BO wai^ % 
8<MsbaaadonUiatcMw^^ofthenMim,whamnth9rattoofthav^^ 
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the solid lubricant toeing admixBd to th9 of the tender being admixed 1$ 
from about 19:1 to about 1:19; 

drying the mixture to pnxbjoe dry ags^m^te^^ 

classifying the dry agglomerstBs by size, or milling and dassSying the dry 
agglomeraiee by size, to obtain a desired partide size cut, and 

causing the binder in the (tealred parHcto size &it to become non^sper^Ue in 
the liquid. 

5. The Examiner rejects claim 44 on two separate bases. Each of these 
bases is explained at, respectively^ paragraphs 7 ard 10 of the final office action. 
I will address each of these tiases separately, in the order that the rejections 
appear in the final office action. 

6. In support of the rejection of claim 44 at paragraph 7, the Exammer cites 
U.S. Patent No. 3,051,586 Issued to Heath (hereinafter, US '586), U.S. Patent 
No. 5,122,182 Issued to Dorinnan (hereinafter. US M82), and U.S. Patent No. 
6.432,886 Issued to Reidmeyer (hereinafter, US '886). 

7. I have rsviewed each off these rstiarences, and none of these reliensnces 
discloses a method by which a composition rs made, and which indudea the step 
of rendering a binder to become non-dispersible in the original liquid. Moreover, 
there is nothing inherent within the methods used to wake the oompositions 
described in these references which would render the respective binders to 
beconrie non-dispersible. 

8. in support of the rejection of claim 44 at paragraph 10, the Examiner cites 
U.S. Patent No. 4,030,337 issued to Brown (hereinafter, US '337) and U.S. 
Patent No. 5,506.055 issued to Dorfman (hereinafter, US '055). 

9. I have reviewed each of these rsfisrBnces, and none Of these references 
discloses a method by which a composition is made, and which includes the step 
of rendering a binder to become non-dispersibie In the original Ikiuid. Moreover, 
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there is nothing inherent within the methods used to make the compositions 
de8crit)ed in these teferenoes which would render the respective bhders to 
become non-dispereible. 

10. The final office aoHon also rejects independent daim 57 under 35 U.S.C. 
103(a). 

1 1 . Claim 57 defines the following invention: 

A rtmthodibrpiwhwIngsolkllulmoaantafK^^ comprfsbig: 

^Mxhg a piuraSfy of components opmprimg a puUGUlatB so/Id lubricant, 
an Inorganh binder, and a liquid to pmduoe a mbdm ha ving about 5 to 60 
w^gM % &ads AasecTon tfie total w^ght of ttie nOxtum. wAe/e/n the ratio 
oftho weight of the solid lubricant behg admixed to the weight of the 
binder being admixed ie finm about 19:1 to about 1:19; and 

drying the nMure to produce dry egSlomwates. 

whamn tfie MrKfer hydrous aliaiMim sflKcafe that la configured to be 
stalled (itemp&PBluresedaoveSSO'Cbi the dry egtfiotnerales. 

12. The Examiner rejects claim 57 on two separate t>ase6. Each of these 
bases is explained at. respectively, paragraphs 9 and 10 of the final oifioe action. 
I will address each of these bases separately, In the order that the rejections 
appear in the final office action. 

13. In support of Vne rejection of daim 57 at paragraph 8. the Beaminer cites 
US '586, US '182, US' 886, US '055, and U.S. Patent No. 5,468,401 issued to 
Lum (hereinafter. US '401). The Examiner cites US '401 for purpose of 
illustrating the use of bentonlte as a binder. 

14. I have reviewed US' 401, and confimi that the US '401 binder does not 

use bentonlte in the concentration redfed in claim 57. The binder disclosed in 

US '401 comprises a plurality of components. Although one of those 

components of the US '401 binder may be bentonlte. use of bentonlte wWhln the 
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binder system of US '401 is merely as a oompressibility enhancer (see column 
20, Sne 5), and that the comprBssibility enhancer is only a small part of the binder 
system. Certainly. US '401 does not disclose the use of a binder system, 
wherein the binder is hydrous aluminium silicate. In the proporttons recited In 
claim 57. 

15. In Buppoji of the rejection of dalm 57 at paragraph 10, the Examiner cites 
U.S. Patent No. 4,039,337 Issued to Brown (hereinafter US '337) and US '055. 
The Examiner appears to cite US '337 for purpose of illustrating the disclosure of 
a composition including a sificate binder. 

16. I have reviewed US '337, and would like to point out that a person of 
ordinary sidii In ttie art being aware of US '337, would not consider usmg 
hydrogen aluminium silicate as a binder during the making of a solid lubricant 
aggtomerate. This is because of the pronounced differences between hydnjus 
aluminium silicate and the silicates of US '337, and how these dfRiarences affisct 
the manner by which eadi of them coat components of its respective solkl 
lubricant aggtomerate. The mechanism by whkA hydrous aluminum silicate 
coats components of the soDd lubricant agglomerate (being made by the n^od 
as daimed in claim 57). in comparison to the mechanism by which Vhe silicates of 
US '337 coats components of the solid lubricant aggtomerate, is very difiierent. 
Unlike the water-soiuble silicates desoibed in US '337, hydrous aluminium 
sllk^te does not actually dissolve into solution as ions. Rather, hydrous 
aluminium silicate disperses into platelets wh\dt\ are about 300 to 500 mk^rons in 
diameter, and only 3 to 5 microns thtok. The hydrous aluminium platelets 
devetop concentrated areas of cations and anbns. Because of thte, indlvMual 
platelets have a tendency to sttek together (like overiapping playing cards) and 
fomn a very strong film on the available surface of the aggtomerating components 
as the water is driven off. in contrast, the silicates described in US '337 dissolve 
in water and coat the particles in US '337 by a wetting acth>n. 

17. Additionally, unlike the siikates descrft)ed in US ^337, the orystallographio 
stmcture of the hydrous aluminium silicate binder (of the sold lubricant 
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agglomerate made in accordance with the method as claimed in claim 57) can be 
modified with a post.heat treatment such that the hydrous aluminium siiicate 
binder becomes 'stabilized' and cannot be re-dispersed as platolets. In contrast, 
the silicate bindere discussed In US '337 would remain re^lissoivable. Being 
able to stabilize a binder, such as hydrous aluminium silicate binder C». render 
the hydrous alumbilum silicate non-dispeisible), is important for subsequent 
hydrometalluigical coating operations. 

18. i declare under penally of perjury under the laws of the United States of 
America that the foregoing is tnie and conect 

Executed on the i^^y of August, 2007. 



"Wniam Waflchousa 
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EXHIBIT "A" 


I 


Bm Walkhouse 

P.O. Box 968, Gibbons, AB TOA INO, (780) 923-2855, bill walkhoiise@vahoo.ca 


Background Senior Research Technologist with extensive experience in project management, 
Summary supervision, experiment design and execution, Interpretation of results, report 

writing, pilot plant operation, equipment maintenance. Instrumentation set-up, 

and safety coordination. 


Employment senior Researdi Technologist December 1998 to Prasent 

Sulzer Mateo (Canada) Inc. 

• l^anage R&D projects including budgeting, scheduling, patent strategy, acquiring 
resources, supervision, and reporting. 

• Provide technical support resources to production fedtlty Including troubleshooting, 
pilot plant design and operation, and process opUnnlzatlon. 

• Provide pilot scale manufacturing resources to support other research projects and 
joint ventures, 

• Act as Safety Cootdinator and SAP Implementation lead for R&D. 

• Provide mentoring and training fbr R&D personnel. 

Achievements: 

• Scaled up four products from concept to full production capacity. 

• Identified synergy between business units which realized annual savings of $50k. 

• Numerous examples of troubleshooting solutions for plant upset resulting in 
improvements in product quality and final recovery. 

• Implementation of an early warning system significantly reducing losses. 

Research Technologist Deoemlier 199S - Dec. 1998 

Umioora Canada (Xnc). 

• Team leader fbr R&D projects, developing spedaity materials fbr the electronics 
and hand metals Industry. 

• Designed complex experiments. Interpreted results and wrote reports. 

• Operated pilot plants. 

• Souroed equipment for handing ultra-fine metallic powders. 

QC Analyst September 1993 - Dec 199S 

The Weatalm Corporation 

• Performed physical metallurgy test work on advanced materials. 

• Maintained Statistical Process Control using standardized test methods. 

• Maintained test Instrumentation and equipment. 

Research TechnofoeM October 1989 - September 1993 

Tite Weatalm Corporation 

• Operated and n^lntalned a small production scale Inert gas atomizer to research 
fine metallic powder production. 

• Operated a Quality Control thermal spray booth including equipment maintenance. 

QC Technologist June 1987 - October 1989 

Sherritt Gonlon Mines 

• Perfomned quality control tests on coinage products Including Rockwell hardness, 
visual Inspection, weights and nr^sures. 

• Performed stadsUcal analysis and certified nnaterlai fbr sale. 


Education Materials Engineering Technology Graduated 1987 

Northern Aliierta Institute of Technology Honors Diploma 

• Louise McKlnney Scholarship for Exceptional Academic Achievement 

• Certificate of Merit for Scholastic Achievement 


Personal • Member of A5ET since 1998, volunteering In the Edmonton Chapter Executive 

firom 1999 to the present. 

• Active In my community as a soccer coach and field coordinator. 

• Lifelong fitness and sports enthusiast. 


References Available on Request 


